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DETAILED ACTION 

Priority 

1. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Drawings 

2. The drawings contained five sheets of figures 1-8B were received on 4/15/2004. 
These drawings are approved by the Examiner. 

Specification 

3. The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicants cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

4. The disclosure is objected to because of the following informalities: Page 3: lines 
6-9, the brief descriptions of figures 4 and 5 are unclear. What is/are the difference(s) 
between the two figures as stated by the descriptions thereof "Fig. 4 is... microscope 
apparatus"? Appropriate correction is required. 

5. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: The specification has not provided a proper antecedent 
basis for the feature thereof "the notch is (a ?) V-shaped" as recited in claim 9, lines 1-2. 
Applicant should note that while the drawings shown a V-shaped notch (see figures 1-2, 
4-5, for example); however, the specification has used the terms thereof "wedge- 
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shaped" for the notch 11a (see page 5, line 8). The specification has not disclosed that 
the notch 11a of the wedge diaphragm 1 1 is a V-shaped notch as recited in the claim. 

Claim Objections 

6. Claim 14 is objected to under 37 CFR 1.75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. 

The claim 14 recites that the notch is tilted with respect to the light source and 
continuously change the angle between sides of the notch (see claim 14, lines 
1-3); however, such a tilt of the notch and to change the angle between sides of 
the notch as claimed is not considered as a movement of the unit in a direction 
perpendicular to the optical axis of the light source. Applicant should note that the 
base claim 1 recites that the adjusting unit (which as understood contains the 
notch) is moved in a direction perpendicular to the optical axis of the light source 
for changing the amount of light. 

7. Claim 5 is objected to because of the following informalities. Appropriate 
correction is required. 

In claim 5: on line 2, the phrase thereof "the sample includes a fluorescent 
objects" contains a grammatical error. Should "objects" (line 2) be changed to 
-object--? 
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Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claims 1-7, 9-11 and 13 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Osa et al (EP 1 008 884, submitted by applicant). 

Osa et al disclose a microscope having an illuminating system. The illuminating 
system as described in page 6 and shown in figure 7 comprises an area-light 
source system (20-26) which emits uniform area light on the sample (30) and an 
adjusting unit (40) disposed on the illuminating light path for adjusting the size 
and shape of the light illuminating the sample and viewed by an objective lens 
system of the microscope. The microscope as provided by Osa et al can be a 
stereomicroscope which as understood comprises two eyepieces whose field of 
views are aligned on the plane wherein the images of the sample are formed 
which plane is perpendicular to the optical axis of the illuminating light. See 
pages 7-8. Regarding to the adjusting unit for adjusting the size and shape of 
illuminating light, in page 9, section [0063], for example and figs. 27(A-C), Osa et 
al disclose a unit having two shades (40c, 40d) and a mechanism for controlling 
the movements to the two shades. The shades in combination defines a V- 
shaped notch/opening whose width is expanded in a continuously and 
monotonously manner. See fig. 27A. The movement of at least one shade 
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member (40c or 40d) will change the size and shade of the notch/opening and 
thus will change the size and shape of the illuminating light incident on the 
sample (30). In other words, the angle defined by the notch is able to change 
from 0 degree to 180 degrees when the shade (40d) rotates about a 
pivoting/rotting point. See figures 27A-27C. The sample can be a sample 
contained fluorescent agent is stated by Osa et al as can be seen in page 16, 
section [0153]. Since the sample in the form of cells contained fluorescent agent 
attached thereto, thus a change in size and shape of the shapes (40c, 40d) will 
provide a user means for illuminating fluorescent elements and non-fluorescent 
elements of the cells in order to view different elements of the cells including the 
state in which there are only the non-fluorescent elements of the cells are 
illuminated and viewed. 

Regarding to the distance between the sample and the adjusting unit as recited 
in present claim 1 1 , such a feature is disclosed by Osa et al as can be seen in 
pages 11-12 and figs. 7 and 31. In other words, the distance from the lens 
surface (r1) of the condenser lens to the sample is about 33.8 mm and the 
adjusting unit is disposed at position P1 which is farther from the sample than the 
position of the lens surface (r1 ) of the condenser. 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. Claims 14-16, as best as understood, are rejected under 35 U.S.C. 103(a) as 

being unpatentable over Osa et al (EP 1 008 884). 

Osa et al disclose a microscope having an illuminating system. While Osa et al 
teach that the movements of the shades (40c, 40d) disposed in the illuminating 
light path are for adjusting the size and shade of the illuminating lights; however, 
they do not explicitly state that the movements of the shades are made by the tilt 
of the notch of the adjusting unit or the pivot of the adjusting unit around a line 
joint as recited in present claims 14 and 16 or the notch is formed on a light 
shading object as recited in present claim 15. However, the change/adjustment 
of size and shade by tilting or pivoting about a line joint as well as the formation 
of the notch on a shade object as claimed are merely that of a preferred 
embodiment and no criticality have been disclosed. The support for that 
conclusion is found in the present claims in which applicant has claimed different 
structure of the adjusting unit as well as the manner in which the size and shade 
is adjusted. For instance, the movement of the adjusting unit can be made by 
pivoting the two shades about a pivot point is claimed in present claim 13. Thus, 
absent any showing of criticality, it would have been obvious to one skilled in the 
art at the time the invention was made to modify the adjusting unit provided by 
Osa et al by forming an opening on a single shade and pivoting/tilting the shade 
about a pivot point or a line point for the purpose of varying/adjusting the size 
and shade of the light illuminating a sample. 



Application/Control Number: 10/826,042 Page 7 

Art Unit: 2872 

12. Claims 8 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Osa et al (EP 1 008 884) in view of Steinberg (U.S. Patent No. 4,673,260) . 

The microscope having an illuminating system as provided by Osa et al does not 
explicitly state that the ratio of areas of field of view of the eyepieces is between 
1.03:1 and 1.3:1 as claimed in present claim 8 and the angle of inclination 
between the sample the optical axis toward the eyepiece corresponding to the 
filed of view from the sample is between 10 to 15 degrees as claimed in present 
claim 12; however, the use of a stereomicroscope having eyepieces inclined in 
the ranges claimed is known to one skilled in the art as can be seen in the 
stereomicroscope provided by Steinberg. In columns 3-4 and fig. 1, for instance, 
Steinberg discloses a stereomicroscope having two eyepieces whose field of 
views are aligned onto the sample wherein a mechanism is sued to adjust the 
inclination angle defined by the two field of views of the eyepieces. Since the two 
fields of views of the eyepieces are aligned onto a common point thus the ratio of 
areas of field of view of the eyepieces is about 1 which is inside the range of 
1.03:1 and 1.3:1 as claimed. Thus, it would have been obvious to one skilled in 
the art at the time the invention was made to modify the stereomicroscope having 
an illuminating system as provided by Osa et al by utilizing a mechanism as 
suggested by Steinberg for the purpose of alignment the field of views of two 
eyepieces onto a sample. It is also noted that it would have been obvious to one 
skilled in the art to utilize the adjustment system provided by Steinberg for the 
purpose of adjusting the inclination angle of the eyepieces with respect to the 
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sample in a suitable range including the range of 10 to 15 degrees for the 
purpose of providing an optimal view of the sample. 

Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thong Q. Nguyen whose telephone number is (571) 
272-2316. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Drew A. Dunn can be reached on (571) 272-2312. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact fc^e Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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